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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 



Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-16, drawn to a method, classified in class 977, subclass DIG1 . 
la. Species la, claims 1-10, drawn to a method comprising selectively 
severing a portion of a carbon nanotube and functionalizing the exposed 
portion of the nanotube. 

lb. Species lb, claims 11-16, drawn to a method comprising: 
functionalizing the opposed ends of a plurality of nanotubes; arranging 
said nanotubes in parallel to one another; coupling said functionalized 
ends of said nanotubes to opposed source and drain regions; and forming 
a gate electrode over said nanotubes 

II. Claims 1 7-22, drawn to a transistor comprising a plurality of nanotube 
extending between said source and drain regions, classified in class 257, 
subclass 369. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1 ) that the process as 
claimed can be used to make other and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 
806.05(f)). In the instant case, the process invention I can be used to make other 
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materially different product such as biological structure or any structure that is not a 
transistor. 

2. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

3. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 

4. The Invention I of this application contains claims directed to the following 
patentably distinct species of the claimed invention: 

la. Species la, claims 1-10, drawn to a method comprising selectively 

severing a portion of a carbon nanotube and functionalizing the exposed 
portion of the nanotube. 

lb. Species lb, claims 11-16, drawn to a method comprising: functionalizing 
the opposed ends of a plurality of nanotubes; arranging said nanotubes in 
parallel to one another; coupling said functionalized ends of said 
nanotubes to opposed source and drain regions; and forming a gate 
electrode over said nanotubes. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claim is generic. 
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Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

5. During a telephone conversation with Timothy Trop on 09/12/2005 a provisional 
election was made without traverse to prosecute the invention of II, claims 17-22. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 1-16 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 



Oa th/Declara tion 

7. Oath/Declaration filed on 01/21/2004 has been considered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 17-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Nihey [US 2004/023887]. 

► With respect to claims 17-19, Nihey (figs 1-2, text pages 1-3) discloses the 
claimed transistor comprising: 

a source region (3, text [0025]); 

a drain region (4, text [0025]); 
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a plurality of nanotubes (2, text [0025]-[0035]) extending between said source 
and drain regions wherein said nanotubes (2) are parallel to one another and are 
spaces equidistantly from one another (see fig 2 for details); and 

a gate electrode (6, text [0025]) over said nanotubes (2). 

► With respect to claims 20 and 21 , said nanotubes (2, fig 2) of Nihey must have 
functionalized ends for the transistor's operation. Said nanotubes (2) of Nihey have 
opposed first functionalized ends coupled with said source region (3) and second 
functionalized ends coupled to said drain region (4), said first functionalized endes 
attracts to said source region and not said drain region. 

► With respect to claim 22, said nanotubes (2, fig 2) of Nihey are capless 
(specification and figures does not show caps being formed at ends of nanotubes 2). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thanhha Pham whose telephone number is (571 ) 272- 
1696. The examiner can normally be reached on Monday and Thursday 9:00AM - 
9:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead can be reached on (571) 272-1702. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business CenterjEBC) at 866-217-9197 (toll-free). 




Thanhha Pham 

Patent Examininer 

Patent Examining Group 2800 



